IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant(s): Kerr, Michael A. 



Group Art Unit:3714 



Application Serial No.: 10/681,034 



Examiner: Sager, Mark Alan 



Filed: 



October 8, 2003 



Title: 



WIRELESS BROADBAND 
GAMING SYSTEM AND 
METHOD (Revised) 



Pre-Appeal Brief Request for Review 



Mail Stop AF 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir/Madam: 

Prior to the filing of an Appeal Brief, the applicant hereby respectfully requests a pre- 
appeal brief conference and review of the claims pending in the instant case. Accordingly, the 
following pages provide a concise and focused set of arguments for which the review is being 
requested. However, due to the requirement that the arguments presented herein not exceed a 
total of five pages, typed, the applicant wishes to stress that not every argument capable of 
presentation and militating in favor of allowance of the instant claims may be presented. Rather, 
various arguments are reserved for the filing of an Appeal Brief, should such a filing be 
necessary in light of the decision of the instant review panel. 

Arguments are presented below. 



Concise Arguments 



The examiner has rejected claims 21-25, 28-29, 35-36, 38, and 41-45 under 35 U.S.C. 
103(a) as being unpatentable over Tulley et al. (U.S. 6,719,631, hereinafter "Tulley") in view of 
Walker et al. (U.S. 6,001,016, hereinafter "Walker"). 

The applicant respectfully disagrees with the examiner's grounds of rejection. 

1. Tulley et al. do not teach a gaining server configured to generate a random game 
output 

The examiner asserts that Tulley discloses a gaming system and method comprising a 
gaming server that can generate a "random output" (4:37-54, 6:20-23, 26-61, 7:26-34, 8:18-22, 
8:30-9:7). The applicant respectfully disagrees. 

Tulley teach the use of event parameters for a gaming system with predetermined and 
pre-stored event results (6:38-53). Tulley teach the use of event parameters (e.g., total wager 
amount, total number of events, event wager amount) to enhance remote lottery systems. These 
lottery systems enable players to purchase "scratch-off' style lottery game outcomes from a 
central computer (2:8-1 6). Additionally, Tulley teach randomly allocating a total payout amount 
over the number of games that a player has chosen to play. 16:7-10. 

However, Tulley do not teach a gaming server configured to generate a random game 
output. Rather, Tulley is directed to a class 2 (lottery) system, wherein predetermined and pre- 
stored event results are transmitted to a client device. Consider the example provided at column 
6, lines 26-53. Tulley teach an event result server configured to transmit a set of predetermined 
results to a controller. Further, the set of predetermined event results, Tulley explain, may be 
received by the controller on an incremental basis — e.g., once each week. Thus, this example 
clarifies that Tulley is directed to a class 2 lottery style system, where an RNG is not used to 
generate a random game output. 

On balance, Tulley also state, "the controller 300 may initiate a random number 
generation process and determine that the player will win twenty- five dollars based on a thirty 
dollar total wager amount" (6:20-23). At column 17, lines 7-8, Tulley also state, "According to 
another embodiment, the controller 300 uses a random outcome to determine the total payout 
amount." In short, the applicant contends that these statements would not have suggested at the 



time of invention (and certainly they do not teach) using an RNG on a server to generate random 
game outputs, for two reasons: (1) Tulley is generally directed to class 2 gaming, and it would 
not have been clear based on the examples provided and the bulk of the disclosure what 
alternation to the basic class 2 system these blanket statements were intended to set forth, 
particularly in view of the fact that an alteration requiring the use of a random number generator 
would alter the operation of the basic system such that reclassification as a class 3 device would 
be required; and (2) the statements provided by Tulley are not clearly directed to randomly 
determining individual game outcomes; indeed, both statements seem to suggest (if they suggest 
anything at all) that a random outcome may be used to determine the "total payout amount ." 
Thus, the applicant respectfully submits that Tulley simply fail to disclose a primary element of 
the independent claims — generating random game outputs on a server. 

2. Tulley et al. do not teach a paytable module 

The examiner states, 'Tulley discloses a gaming system and method with gaming server 
that comprises a paytable module. . ." (See final rejection, page 10, lines 16-17). The portions of 
the reference cited by the examiner, however, are directed to total payout amounts . The 
applicant respectfully submits that a total payout amount is markedly different from a paytable. 
Indeed, a paytable is a table showing for each bet combination how much money a player will 
will win on a particular game given a certain game outcome. A total payout amount, as 
specified in Tulley, describes the payout over a number of games . Thus, the applicant 
respectfully submits that Tulley does not teach a paytable module (nor even a paytable), let alone 
such a module residing on a server. 

3. It would not have been obvious at the time of invention to combine Tulley et al. with 
Walker et al., because (a) Walker et al. do not teach an image server, and (b) the 
examiner's rationale for combining the references is inadequate 

The examiner asserts that Walker teach a server that generates a visual representation of 
a payout outcome to a gaming device (see final rejection, page 1 1 , lines 5-7). First, the applicant 
respectfully submits that Walker do not teach this aspect of the claimed invention. Rather, 
Walker teach storing (as opposed to generating) historical payouts on a server for later use. See 
11:33-65. 



Irrespective, however, the examiner's rationale for combining Walker with Tulley is 
inadequate to support the rejection. First, the examiner states that the combination would have 
been obvious "to improve the gaming system and method of Tulley for the expected result of 
maintaining central control of game outcome to increase security." (Emphasis added. See final 
rejection, page 10, lines 2-15). The applicant respectfully submits that nowhere is Walker 
directed to, nor does the reference even mention, maintaining central control as a means of 
increasing security. Indeed, the problem addressed by Walker is as follows: "there exists a need 
for a method and system for remote wagering and play of a gaming device, particularly a method 
and system that does not require human intervention and live video transmission of the game 
being played" (2:46-50). Thus, Walker does not speak to security. The applicant respectfully 
submits, therefore, that it would not have been obvious to combine Walker with Tulley to 
increase security, as nowhere does Walker state such an advantage resides in his disclosed 
system. 

Second, the examiner states that the combination would have been obvious "for the 
predictable result of determining a particular game outcome output." (See page 11, line 13). 
Here, although the rejection is unclear, it appears the examiner has continued to rely on Walker 
to disclose the claimed image server configured to communicate a plurality of images. The 
rationale, as provided above, is that the inclusion of Walker in Tulley would yield the predictable 
result of determining a particular game outcome output. The applicant respectfully submits that 
even if Walker taught the claimed image server, the examiner's rationale for making the 
combination is so deficient that it cannot possibly support the most recent rejection. The 
examiner relies heavily on KSR. However, even KSR requires a rational underpinning for 
making a combination — a requirement that is absent here. 

CONCLUSION 

In light of the foregoing discussion, the applicant respectfully submits that the instant 
claims stand improperly rejected. There are various limitations in the claims, as set forth above, 
that are not met by the examiner's recent rejection. Further, even under KSR, the examiner has 
failed to show proper motivation for making the obviousness rejections set forth in the recent 
rejection. Thus, the applicant respectfully submits that the instant claims are in condition for 
allowance and requests that the panel direct the examiner to reopen prosecution, indicating in the 



next office action that the claims have been allowed, or suggesting modifications that will pi, 
the claims in condition for allowance. 
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